pirivf Apys/ARGUMENTS 
Claim Rejections - 35 USC§102 
1. The Examiner rejected claims 1. 2. and 4 under §102(b) as being anticipated by Benson. 

2 Applicant has amended claim 1 to more clearly state how the ^^^^^'^fl?^^^'^ 
embodimentareused. Tl^ese elements are not shown in Ae pnor art. Support for these 
amendments can be found on page 2. 11. 24-28 of the application. 

3 "A claim is anticipated only if each and every element as set fo"*;^^^^^^^^^^^^ 
MPEP § 2131. 

4 Claim 1 has been amended to mclude the limitation that the bag support and Imer be 
tnfigurX^th a locking mechanism that engages and disengages when m use. ^he^^y 

inve^o- to 1 or any of the claims tot dq«nd there ftom. 

Claim Rejections - 35 USC §103 

5. The Examiner rejected claim 3 under §103(a) as being unpatentable (obvious) over 
Benson in view of Monahan. 

'To estabUsh a prima facie case of obviousness, three basic criteria must be met_ Fu^t 

1438 (Fed. Cir. 1991)." MPEP § 706.02(j). 
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f«tm« recited in applicant's claims. In particular, the references do not disclose, teach, or 
^ ^^S^fT^ng means which is engaged when the bag is instaUed, but 6sengaged 
and expands after the bag is installed. 

8 It is also submitted that the mere fact that one may argue that the prior art is «pable of 
La m^firf t^ aSeve a claimed structure does not by itself make the cUmted structure 
Sleremu^beamotivation provided bythephor art. and that mouvafonts totally 

lacking in the reference. 

The examiner finds the claimed shape would have been obvious urging that (our 

^;rasT)'4t is obvious for one skilled in the art to fonneachh^^^^^ 

Shane *** since this is within the capabilities of such a person. Thus tiie exammer 

'Xs that which is within the capabilitiesofoneskiUed in the art^w^^^^^^ 

Such is not the law. There is nothing in the statutes or case law wl^^^^ "lakes that which 

Swithin the capabilities of one skilled in the art" synonymous with obviousness. 

THe examiner provides no reason why, absent the instant disclosure, one of or^a^skiU 
S^L~uld be motivated to change the shape ofthe coil hooksofHancock or the 

German patent and we can conceive of no reason. 
Ex parte Gerlach and Woemer, 212 USPQ 471 (PTO Bd. App. 1980) (emphasis in original). 

TV^w r«n he illustrated as why a device that is intended to be utiUzed when fonned as a 
(Monaham). These two patents teach away from each other. 

10 It is fiirther submitted that when a suggestion or motivation to combine selected elements 
iprior^Sr^irnotsuppliedbythepri^^ 

Sy come from improper hindsight reconstruction usmg the applicant s specification. 

[T]he Examiner relied upon hindsight to arrive at the determination of^^^^^ 

^permissible to use the clauned invention as an instruction manual or template to 
tTa^Ih^L teachings ofthe prior art so that the claimed invention IS r^^^^ ■ , 

S™s^uLltTt^rrevU««t:Wnecam.o.u.^ 

to pick and choose among isolated disclosures m the pnor art to deprecated the clamieo 

invention/ [citations omitted] 

-anillogical^dinappropriateprDcess bywhich to determme patentability. W.L Gore& 
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Assoc. V. Garlock, Inc. Ill F.2d 1132, 1138, 220USPQ 303, 312-13 (Fed. Cir. 1983). The 
invention must be viewed not after the blueprint has been drawn by the inventor, but as it would 
have been perceived in the state of the art that existed at the time the invention was made. 
Interconnect Planning Corp. v. F«7, 774 F.2d 1132, 1138, 227 USPQ 543. 547 (Fed. Cu-. 1985). 
That is exactly what the Examiner is doing here. 

12 Benson and Monahan are complete and functional without the need for modification. 
Absent the need for modification to provide fimctionality, the references could never lead one to 
make modifications to meet the claims. 

13. The initial burden is on the Examiner to provide some suggestion of the desirability of 
doing what the inventor has done. 

'To support the conclusion that the claimed invention is directed to obvious subject 
matter either the references must expressly or impliedly suggest the claimed mvention or 
the Examiner must present a convincing line of reasoning as to why the artisan would 
have found the claimed invention to have been obvious in Ught of the teachings of the 
references." 

Ex Parte Clapp. 227 USPQ 972, 973 (Bd. Pat. App. and Inter. 1985). MPEP § 706.020) 
(emphasis added). 

14. This suggestion for modification must be motivatuig. 

♦The prior art must provide one of ordinary skill in the art the motivation to make tiie 
proposed molecular modifications needed to arrive at the claimed compound.' 

In re Jones, 21 USPQ2d 1941, 1944 (Fed. Cir. 1992) (emphasis added). 

15 Even if tiie prior art may be modified as suggested by the Examiner, the mo(hfication is 
not obvious unless the prior art suggest the desirabiUty for the modification. In reFntcha^ 
USP02d 1780 (Fed. Cir. 1992) ('*mere fact that prior art may be modified to reflect features ot 
claiined invention does not make the modification, and hence, the claimed invention obvious 
unless the desirability of such a modification is suggested by prior art). Citing In re Gordon, 733 
F.2d at 902, 221 USPQ at 1 127. 

16 Moreover, the motivating suggestion must also be expUcit. An invention cannot be 
found obvious unless there is "some explicit teaching or suggestion in art to motiv£rte one ot 
even ordinary skill to combine such elements so as to create the same invention. Winner 
International Royalty Corp. v. Wang, 48 USPQ.2d 1139, 1140 (D.C.D.C. 1998). 

17. The Examiner's suggested combination is not explicit, nor is it motivated, suggested, or 
even desirable. No prima facie case of obviousness has been made. 
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1 8. Benson is clear that the locking means is intended to lock the opener into a fixed shape 
for use. Otherwise there would be no reason to provide for adjustabiUty in allowing the opener 
to be locked into a desired circumference. Additionally, Benson is clear that the opener is in 
"cylindrical form and so retained in locked snugly conforming position during the filling 
thereof" These two references clearly teach away from one another. 


If the Examiner feels it would advance the application to allowance or final rejection, the 
Exanwner is invited to telephone the undersigned at the number given below. Reconsideration 
and allowance of the application as amended is respectfully requested. 

DATED this 23^ day of February 2004. 


Conclusion 


Very respectfully, 



STEPHEN M.N 
Reg. No. 46,260 
(208) 345-1122 
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Honorable Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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